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DETAILED ACTION 

1 . Claims 1-12 are pending. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the tubing with a first 
end affixed to the second probe and the second end affixed to the third probe must be 
shown or the feature(s) canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Martinez 
(4,305,395). 

Regarding claim 1, Martinez discloses a probe (Figures 1, 2 and 3, (18)) useful 
in inserting a lacrimal stent comprising a proximal end and a distal end, said distal end 
being tapered to facilitate entry into a puncta of a patient (Column 3, Lines 39-41 ; Figure _ 

! Deleted: ] 

3. (2Q))wherein said probe comprises a channel (Figure 2 see below) extending from , ^^^^^^^^^^ 
said distal end to a sideport on said probe positioned between said proximal end and 
said distal end. (Figure 2, (24)) 
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Regarding claim 2, Martinez discloses that the distal end is rigid. (Column 4, 
Lines 9, 20-23 : wherein probe (18) overall is flexibie, however in order for practical 
probe insertion the distal end would logically be rigid to prevent tearing during insertion. ) 

Regarding claim 3, Martinez discloses a probe (Figures 1, 2 and 3, (18)) useful 
in inserting a lacrimal stent comprising a proximal end and a distal end (Column 3, Lines 
39-41); said distal end being flexible and comprising a blunt tip (Figure 3, (20); Column 
4, Lines 20-23) wherein said probe comprises a channel (Figure 2 see above) 
extending from said distal end to a sideport on said probe positioned between said 
proximal end and said distal end. (Figure 2, (24)) 

Regarding claim 4, Martinez discloses that the proximal end is affixed thereto a 
lacrimal stent tube. (Figure 2, (26)) 

Regarding claim 5, Martinez discloses a kit (Column 3, Lines 8-10) comprising 
at least one first probe (Figures 1, 2, 3, (18)) comprising a proximal end and a distal 
end, said distal end channel being tapered to facilitate entry into a puncta of a patient 
(Column 3, Lines 39-41), wherein said at least one first probe (Figures 1, 2, 3, (18)) 
comprises a channel (Figure 2 see above) extending from said distal end to a sideport 
on said probe positioned between said proximal end and said distal end (Figure 2, (24)); 
and at least one second probe (Figures 1, 2, 3, (18)) comprising a proximal end and a 
distal end, said distal end being flexible and comprising a blunt tip (Figure 3, (20); 
Column 4, Lines 20-23) wherein said probe comprises a channel (Figure 2 see above) 
extending from said distal end to a sideport on said probe positioned between said 
proximal end and said distal end (Figure 2, (24)); whereby said first and second probes 
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are useful in assisting with insertion of lacrimal stents in a patient in need thereof 
(Column 3, Lines 39-41) 

Regarding claim 6, Martinez discloses that at least one first probe comprises a 
rigid, tapered probe. (Column 4, Lines 9 and 20-23) 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Martinez (4,305,395) in view and Becker et al. (5,169,386). 

Regarding claim 7, Martinez discloses a method for inserting a lacrimal stent 
comprising inserting a tapered probe into a puncta of a patient to dilate said punta to a 
desired opening size (Column 3, Lines 39-41); said tapered probe comprising a rigid 
distal end, a proximal end, and a channel (Figure 3 see below) extending from said 
distal end to a sideport between said distal end and said proximal end of said tapered 
probe (Figure 2, (24)); passing a guidewire (Figure 3, (12); Column 4, Line 15) 
comprising a distal end and a proximal end through said tapered probe such that said 
distal end of said guidewire is passed through said sideport (Figure 2 see above; Figure 
3 see below) into said puncta, and positioned in the patient's lacrimal apparatus at a 
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desired depth (Column 4, Lines 60-67) and removing said tapered probe (Column 5, 
Lines 4-6). 

/9S.3 



r 




Martinez fails to disclose that the guidewire is passed out of the tapered probe. 

However, Becker teaches a probe where the guidewire is passed out of the distal 
end of a tapered probe (Figure 2, (34); Column 7, Lines 19-20). 

It would have been obvious at the time the invention was made to modify the 
probe so that the guidewire passes out of the end of the probe since such a 
modification allows the guidewire to remain in place after the probe is removed 

Regarding claim 8, Martinez discloses the step of passing said guidewire 
through a second probe comprising a distal end, a proximal end (Column 4, Line 15; 
Figure 1, (12)), and a channel (Figure 2 see above) extending from said distal end to a 
sideport between said distal end and said proximal end of said second probe (Figure 2, 
(24)), such that said guidewire is passed through said distal end, through said channel 
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and out said sideport (Figure 2 see above; Figure 3 see above); and inserting said 
second probe into said puncta, wherein said second probe is guided into said patient's 
lacrimal apparatus at a desired depth (Column 4, Lines 60-67) and removing said 
guidewire from said patient. (Column 5, Lines 4-6) 

Regarding claim 9, Martinez discloses that the distal end of said second probe 
is flexible and comprises a blunt tip. (Figure 3, (20); Column 4, Lines 20-23) 

Regarding claim 10, Martinez discloses that the second probe comprises a 
silastic tubing affixed to its proximal end. (Column 4, Lines 44-46) 

Regarding claim 11, Martinez discloses that the silastic tubing comprises a first 
end and a second end (Figure 1, (26); Column 4, Lines 44-46) and wherein said first 
end is affixed to said second probe and said second end is affixed to another probe 
(Figure 1, (26), (18)) comprising a distal end, a proximal end, and a channel extending 
from said distal end to a sideport between said distal end of probe. (Figure 2 see 
above) 

Martinez fails to disclose that there are three probes. 

However, Becker teaches that another probe may precede the insertion of the 
apparatus in order to allow the physician to determine the optimal insertion angle and 
proper maneuvering required. Therefore, the two probes of Martinez would be the 
second and third probes. (Figure 1, (10); Column 6, Lines 54-55, Column 7, Lines 1-4) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the kit of Martinez to include a first probe as taught by 
Becker since such a modification allows the physician to determine the optimal insertion 
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angle and proper maneuvering required before the probes carrying the stent are 
inserted. 

Regarding claim 12, Martinez discloses that an upper puncta and a lower 
puncta (Figure 4, (36)); and wherein said second probe is inserted into said lacrimal 
apparatus through said lower puncta and the other probe is inserted into said lacrimal 
apparatus through said upper puncta. (Figure 5, (18)) 

Martinez fails to disclose a third probe. 

However, Becker teaches that another probe may precede the insertion of the 
apparatus in order to allow the physician to determine the optimal insertion angle and 
proper maneuvering required. Therefore, the two probes of Martinez would be the 
second and third probes. (Figure 1, (10); Column 6, Lines 54-55, Column 7, Lines 1-4) 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the kit of Martinez to include a first probe as taught by 
Becker since such a modification allows the physician to determine the optimal insertion 
angle and proper maneuvering required before the probes carrying the stent are 
inserted. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kurihashi (US 6238,363 B1), Makino (EP 1 188 420 A1), 
Crawford (US 4,380,239), Walsh (US 6,547,765 B1), Herrick (US 6,149,684 A), and 
Lang (US 6,428,502 B1). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIN COLELLO whose telephone number is (571)270- 
3212. The examiner can normally be reached on M-Th 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on (571) 272-4696. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Erin Colello/ 
Examiner, Art Unit 3734 



